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Opi nion by Bottorff, Adm nistrative Trademark Judge:

I n the above-referenced application, applicant seeks
registration on the Principal Register of the mark MR
WALLYBALL, in typed form for goods identified in the
application, as anmended, as “t-shirts, wist bands,
sweatshirts, caps and shorts” in Class 25, and “wall yball

balls” in Class 28. As to the Class 28 goods only,
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appl i cant has disclainmed the exclusive right to use
WALLYBALL apart fromthe mark as shown. The application
is based on applicant’s asserted bona fide intention to
use the mark in comrerce. Trademark Act Section 1(b), 15
U.S.C. §1051(b).

On August 25, 2000, opposer filed a tinmely notice of
opposition to registration of applicant’s mark as to both
cl asses of goods. In the notice of opposition, opposer
appears to be attenpting to allege' the follow ng as
grounds of opposition: |ikelihood of confusion vis-a-vis
opposer’s previously-used “WALLYBALL | NTERNATI ONAL &

DESI GN' mar k, under Trademark Act Section 2(d), 15 U S.C.
8§1052(d); wunfair conmpetition, under Trademark Act Section
43(a), 15 U. S.C. 81125(a); dilution, under Trademark Act
Section 43(c), 15 U.S.C. 81125(c); and breach by
applicant of a non-conpetition agreenent between the
parties. W shall discuss each of these grounds, infra.

In his answer to the notice of opposition, applicant
denied all of the allegations in the notice of
opposition, except that he admtted that opposer has used
the stylized mark described in the notice of opposition
on “clothing, equipnent and accessories” since 1985, that

opposer is the owner of an abandoned application and a
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newl y-filed application to register that mark, and that
applicant was formerly a mnority sharehol der in opposer
corporation and that he surrendered his shares in Apri
1999.

Neit her party properly made any evi dence of record.
The nunerous exhibits attached to each party’'s pl eading
were not properly made of record during the parties’
respective testinmony periods, and they therefore are not
evidence in this case. See Trademark Rule 2.122(c), 37
C.F.R §2.122(c); TBMP §704.05 (2d ed. June 2003).
During its testinony period, opposer submtted the July
2001 “declaration” of its president and CEO, M chae
O Hara, along with exhibits thereto consisting of the
exhi bits which were attached to the notice of opposition
as well as two additional exhibits. However, the
testimony of a witness may be submtted in affidavit or
declaration formonly by witten agreenent of the
parties. Trademark Rule 2.123(b), 37 C.F.R 82.123(b).
No such written agreenent is of record, and we therefore
have given no consideration to the O Hara decl aration or

its exhibits. See Trademark Rule 2.123(1), 37 C. F. R

§2.123(1) (“Evidence not obtained and filed in conpliance

! pposer’s pleading is hardly a nodel of clarity.
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with these sections will not be considered”). Applicant
subm tted no evidence during his testinony period.
Opposer attached evidence to its brief on the case,

i ncluding a February 2003 decl aration by M chael O Hara
(which, in essence, is a verbatimrepetition of his
earlier July 2001 declaration) and exhibits thereto
(which essentially are the sane exhibits as those
attached to his earlier declaration and to the notice of
opposition). Evidence attached to briefs is untinely and
wi Il not be considered. See TBMP 8704.05 (2d ed. June
2003) .

Thus, the evidence of record in this case consists
of the file of the opposed application (see Trademark
Rule 2.122(b), 37 C.F.R 82.122(b)), the above-referenced
factual adm ssions contained in applicant’s answer to the
noti ce of opposition (see TBMP 8704.06(a)(2d ed. June
2003), and two dictionary definitions of the word
“wal | ybal Il ” of which we take judicial notice (see
di scussion infra). W note, however, that even if we
were to deemthe materials the parties have submtted to
have been tinely and properly made of record, our
decision in this case would be the sane.

Opposer filed a brief on the case (which consists in

| arge part of a mere verbatimrepetition of the
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al |l egations contained in the notice of opposition).
Applicant did not file a brief. Neither party requested
an oral hearing.

In view of applicant’s adm ssion (in Paragraph 1 of
his answer to the notice of opposition) that opposer has
used a mark which incorporates the term*“wallyball” since
1985, we find that opposer has standing to bring this
opposition proceeding. See, e.g., Lipton Industries,
Inc. v. Ralston Purina Conpany, 670 F.2d 1024, 213 USPQ
185 ( CCPA 1982).

We turn now to a discussion of the grounds of
opposition asserted by opposer in this case. First, we
note that the Board has no jurisdiction over clains of
unfair conpetition, and that such clains (whether
asserted under Section 43(a) of the Lanham Act or
ot herwi se) are not avail able as grounds of opposition in
proceedi ngs before the Board. See TBMP 8102.01 (2d ed.
June 2003), and cases cited therein. Accordingly, to the
extent that opposer’s allegations in the notice of
opposition (including, especially, the allegations in
Par agraphs 8, 10 and 12) can be construed as opposer’s
attenmpt to plead unfair conpetition as a ground of
opposition, we have given those allegations no

consi der ati on.
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Opposer al so has all eged that applicant and opposer
entered into a non-conpetition agreenent in 1999, and
t hat applicant breached that agreenment by filing the
intent-to-use application involved in this proceeding.
The Board has no jurisdiction to consider a breach of
contract claim per se. W shall assune that opposer is
attenmpting to assert a claimbased on the theory of
“estoppel by agreenent,” i.e., that applicant’s prior
agreenment with opposer estops applicant fromfiling the
present application. See, e.g., M5 Steel Mg Inc. v.
O Hagin's Inc., 61 USPQd 1086, 1095 (TTAB 2001), and
cases cited therein. W find, however, that opposer has
failed to prove such a claim In his answer to the
notice of opposition, applicant denied the existence of a
non-conpetition or any other agreenent between the
parti es, and opposer has failed to present any evidence
t hat such an agreenent exists, nuch | ess that applicant

breached it by filing his application.? Opposer’s ground

2 M. OHara s July 2001 and February 2003 decl arations are not
evi dence of record, for the reasons discussed above. Moreover,
we note that M. O Hara's assertion in these declarations
regardi ng the existence of a non-conpetition agreenent between
the parties is an essentially verbatimrepetition of the

all egation in the notice of opposition pertaining to such
agreenent, an allegation which was expressly denied by applicant
in his answer to the notice of opposition. Even if M. OHara's
decl arati on were deened to be of record (it is not), it does not
suffice to prove opposer’s claim Simlarly, the April 14, 1999
letter fromM. OHara to applicant (Exhibit E to opposer’s
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of opposition based on the alleged existence and breach
of such agreenent accordingly is dism ssed.

Opposer, in the notice of opposition, makes two
references to dilution (in paragraphs 9 and 14).
However, opposer has failed to allege facts which are
essential to a claimof dilution, including, e.g., that
its mark is famous and becanme fampus prior to the filing
date of applicant’s application. See, e.g., Toro Co. v.
Tor oHead, Inc., 61 USPQ2d 1164 (TTAB 2001). Moreover,
even if we were to deem opposer’s pleading to be
sufficient and opposer’s evidence to have been properly
made of record (it was not), that evidence fails to
establish even a prim facie case of dilution.
Accordingly, to the extent that opposer m ght be deened
to be asserting dilution as a ground of opposition, that
ground is disni ssed.

Thus, opposer’s Section 2(d) claimof priority and
i kel'i hood of confusion is the only ground of opposition

remai ni ng for consideration. |In Paragraph 1 of his

answer to the notice of opposition, applicant admts that

opposer has used opposer’s mark since 1985, a date prior

notice of opposition, to M. O Hara s declarations, and to
opposer’s brief) is not properly of record, and even it were,
fails to establish the existence of a non-conpetition or any
ot her agreenent between the parties which would precl ude
applicant fromfiling the application.

it
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to the filing date of applicant’s intent-to-use
application (which is the earliest date upon which
applicant can rely for priority purposes in this case).
In view thereof, we find that Section 2(d) priority rests
with opposer in this case.

We turn next to the issue of |ikelihood of
confusion. Qur likelihood of confusion determ nation
under Section 2(d) is based on an analysis of all of the
probative facts in evidence that are relevant to the
I'i keli hood of confusion factors set forth in In re E.I
du Pont de Nemours and Co., 476 F.2d 1357, 177 USPQ 563
(CCPA 1973). In considering the evidence of record on
t hese factors, we keep in mnd that “[t]he fundanmental
i nqui ry mandat ed by 82(d) goes to the cunul ative effect
of differences in the essential characteristics of the
goods and differences in the marks.” Federated Foods,
Inc. v. Fort Howard Paper Co., 544 F.2d 1098, 192 USPQ
24, 29 (CCPA 1976).

We first shall determ ne whether applicant’s goods
and opposer’s goods are simlar or dissimlar, under the
second du Pont evidentiary factor. As noted above,
opposer failed to properly make any evi dence of record,

i ncludi ng any evidence as to the nature of the goods or
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services on which it uses its mark. However, in
Paragraph 1 of the notice of opposition, opposer alleged
that it uses its mark on “official Wallyball products
including kits (ball, net, net tightener, storage bag,
of ficial rule book, hardware and installation
instructions), banners, suction cups, and cl ot hes,
including T-shirts, jerseys, jackets, shorts and sweat
pants.” In his answer, applicant responded to this
al l egation by admtting that opposer uses its mark “on
equi pnment, clothing and accessories.” |In Paragraph 2 of
the notice of opposition, opposer alleged that it “has
been the governing body of Wallyball since on or about
Septenber 18, 1985 and since that date has been
excl usively and continuously pronoting the sport by
conducti ng and sponsoring ganmes, tournanments and
chanpi onshi ps,” all of which opposer (correctly) asserts
are Class 41 services. In his answer to Paragraph 2,
applicant did not deny that opposer provides these
al | eged services, but merely denied opposer’s allegation
that it is the exclusive provider of such services.

In view of these adm ssions by applicant, we find
t hat opposer’s goods and services, for purposes of our
Section 2(d) l|ikelihood of confusion analysis, conprise

t hose goods and services alleged in Paragraphs 1 and 2 of
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the notice of opposition, i.e., goods consisting of “kits
[for playing the ganme of wallyball, conprising] (ball

net, net tightener, storage bag, official rule book,
hardware and installation instructions), banners, suction
cups, and clothes, including T-shirts, jerseys, jackets,
shorts and sweat pants,” and services consisting of
“promoting the sport [of wallyball] by conducting and
sponsoring ganes, tournanents and chanpi onships.”
Applicant’s goods, for purposes of our |ikelihood of
confusion analysis, are the goods identified in the
application, i.e., “t-shirts, wist bands, sweatshirts,
caps and shorts” in Class 25, and “wallyball balls” in

Cl ass 28.

We find that applicant’s goods, in both Class 25 and
Class 28, are legally identical to opposer’s goods in
part (“balls,” “t-shirts” and “shorts”) and otherw se are
closely related thereto, and that applicant’s goods al so
are related to opposer’s services. This simlarity in
the parties’ respective goods and services weighs in
opposer’s favor in our likelihood of confusion analysis.

We also find that applicant’s goods and opposer’s
goods (and, to perhaps a | esser extent, opposer’s
services) are of the type which are or would be marketed

in the same trade channels and to the same cl asses of

10
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purchasers. These factors al so support a finding of
i kel'i hood of confusion.

We next nust determ ne whether applicant’s mark and
opposer’s mark, when conpared in their entireties in
terns of appearance, sound and connotation, are simlar
or dissimlar in their overall comercial inpressions.
The test is not whether the marks can be distingui shed
when subjected to a side-by-side conparison, but rather
whet her the marks are sufficiently simlar in terns of
their overall comercial inpression that confusion as to
t he source of the goods offered under the respective
marks is likely to result. The focus is on the
recoll ection of the average purchaser, who normally
retains a general rather than a specific inpression of
trademarks. See Sealed Air Corp. v. Scott Paper Co., 190
USPQ 106 (TTAB 1975). Furthernore, although the nmarks at
i ssue nmust be considered in their entireties, it is well-
settled that one feature of a mark nay be nore
significant than another, and it is not inproper to give
nore weight to this dom nant feature in determ ning the
commercial inpression created by the mark. See In re

National Data Corp., 753 F.2d 1056, 224 USPQ 749 (Fed.

Cir. 1985). Finally, where, as in the present case, the

mar ks woul d appear on virtually identical goods, the

11
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degree of simlarity between the marks which is necessary
to support a finding of likely confusion declines.
Century 21 Real Estate Corp. v. Century Life of Anerica,
970 F.2d 874, 23 USPQ2d 1698 (Fed. Cir. 1992).

In the notice of opposition, opposer alleged that
its mark is “WALLYBALL | NTERNATI ONAL & DESI GN,” said
desi gn consisting of a “distinctive |ightening [sic] bolt
‘W enbl em and blue and gold colors.” (Notice of
opposition,  1.) Opposer also alleged ownership of (and
attached a copy of) a pending application, executed
Oct ober 29, 1999, for registration of the mark depicted

bel ow for goods in Classes 25, 28, and 41.

S

WALLYBALL

INTERNATIOMNAL, INC,

In his answer, applicant admtted that opposer is the
prior user of the mark described in Paragraph 1 of the
notice of opposition, and that opposer is the owner of
t he above-referenced application for registration of that
mar k. Because the mark depicted above (from opposer’s
application) is essentially the sanme as the mark pl eaded

by opposer (and admtted by applicant), we deemit to be

12
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the mark on which opposer’s claimis based, for purposes
of our likelihood of confusion analysis.® Thus, the issue
for determ nation under the first du Pont factor is

whet her applicant’s mark MR. WALLYBALL and opposer’s nark
WALLYBALL | NTERNATI ONAL, I NC. & DESIGN, when viewed in
their entireties, are simlar or dissimlar when conpared

in accordance with the |egal principles outlined above.

3 Review of the Ofice's automated records reveals that the

above-referenced application for registration of this mark,
filed by opposer on Cctober 29, 1999 (a date subsequent to the
filing date of applicant’s involved intent-to-use application),
was abandoned on January 27, 2001 due to opposer’s failure to
respond to an O fice action. However, opposer pleaded (and
applicant admtted) prior common law rights in this mark as
well, and it is those pleaded common | aw ri ghts upon which
opposer’s Section 2(d) claimtherefore is based in this case.
Inits brief on the case, opposer for the first tinme
asserted that it is the owner of Registration No. 2,627,516,
i ssued Cctober 1, 2002 froman application filed July 8, 2001,
of the mark depicted bel ow for goods identified in the
registration as “sports balls, nanely, a type of volleyball.”

_M//‘ )
WALLYBALLY /

In the registration, opposer has disclaimed the word WALLYBALL
apart fromthe mark as shown. A copy of the registration

(al though not a status and title copy — see Trademark Rul e
2.122(d)) is attached as Exhibit C to opposer’s brief. This
mark was not pleaded in the notice of opposition as a basis for
opposer’s Section 2(d) claim and, in any event, opposer has
failed to prove the status and title of the registration with
timely and conmpetent evidence. Accordingly, we find that
opposer’s mark, for purposes of our |ikelihood of confusion
analysis in this case, is the “WALLYBALL | NTERNATI ONAL & DESI G\’
mar k pleaded in the notice of opposition (as depicted in the
main text of this opinion), and not the mark depicted in the
registration. W note, however, that our decision would be the

W)

13
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We find that the marks obviously are simlar in
ternms of appearance and sound to the extent that they
both include the word WALLYBALL. The marks differ in
ternms of appearance and sound in that applicant’s mark,

but not opposer’s mark, includes the term“MR ,” and in
t hat opposer’s mark, but not applicant’s mark, includes
t he words | NTERNATI ONAL, INC., as well as distinctive
design elenents. In terns of connotation, the marks are
simlar to the extent that they both refer to the sport
of wallyball, but are different to the extent that
applicant’s mark connotes a person named (or ni cknaned)
“M. Wallyball,” while opposer’s mark carries no such
connot ati on.

Conparing the marks in ternms of their overal
commercial inpressions, we find that the simlarity which
results fromthe fact that the word WALLYBALL appears in
both marks is outweighed by the dissimlarities in
appearance, sound and connotation which result fromthe
presence of the word “MR.” in applicant’s mark. The word
WALLYBALL is highly descriptive, if not generic, as

applied to the parties’ respective wallyball-rel ated

sane in this case even if we were to consider opposer’s
regi stered mark to have been pl eaded and nade of record.

14
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goods and services. W take judicial notice* that The

Anerican Heritage Dictionary of the English Language (4'"

ed. 2000), at pp. 1936-37, defines “wallyball” as
follows: “noun : a game simlar to volleyball played on a
four-walled court with a ball the same size as but harder
than a volleyball that is allowed to bounce once off the
ceiling or one of the walls before being returned over
the net.” W also take judicial notice that The New

Oxford Anerican Dictionary (2001), at p. 1899, simlarly

defines “wallyball” as follows: n. a ganme played on a

four-walled court with rules simlar to volleyball, and
with a ball the same size as but harder than a

vol |l eyball. The ball is allowed to bounce once agai nst
the ceiling or one of the walls before being returned
over the net.” “Wallyball” clearly is the nanme of the
sport itself, and thus is a generic or highly descriptive
termin which neither party can assert exclusive
proprietary rights. The Board previously has held as

much. See In re Wallyball, Inc., 222 USPQ 87 (TTAB

1984). Indeed, applicant has disclainmed the exclusive

4 The Board may take judicial notice of dictionary definitions.
See, e.g., University of Notre Dane du Lac v. J. C. CGournet Food
Inports Co., 213 USPQ 594 (TTAB 1982), aff’'d, 703 F.2d 1372, 217
USPQ 505 (Fed. Cir. 1983); see also TBMP 8§704.12 (2d ed. June
2003) .

15
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right to use the termas to his Class 28 goods, as has
opposer in its registration (see supra at footnote 3).
In the notice of opposition, opposer has alleged that its
mark is distinctive, but the evidence of record sinply
fails to support that allegation insofar as the term
WALLYBALL i s concerned.

| f the conmmon el enent of two marks is “weak” in that
it is generic, descriptive or highly suggestive of the
nanmed goods or services, consuners typically will be able
to avoi d confusion unless the overall conbinations have
ot her commonality. See, e.g., In re Bed & Breakfast
Regi stry, 791 F.2d 157, 229 USPQ 818 (Fed. Cir. 1986)
(BED & BREAKFAST REG STRY for making | odging reservations
for others in private honmes held not likely to be
confused with BED & BREAKFAST | NTERNATI ONAL for room
booki ng agency services); The U S. Shoe Corp. v. Chapnman,
229 USPQ 74 (TTAB 1985) (COBBLER S OUTLET for shoes held
not likely to be confused with CALI FORNI A COBBLERS
(stylized) for shoes); In re Istituto Sieroterapico E
Vacci nogeno, Toscano “SCLAVO S.p.A., 226 USPQ 1035 (TTAB
1985) (ASO QUANTUM (with “ASO disclaimed) for diagnostic
| aboratory reagents held not likely to be confused with

QUANTUM | for | aboratory instrument for anal yzing body

16
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fluids). In the present case, no such other commonality

exi sts between the marks.

G ven the highly descriptive nature of the word
WALLYBALL, we find that presence of the term“MR " In
applicant’s mark suffices to distinguish applicant’s mark
from opposer’s mark in terns of their overall commerci al
i npressions. The dom nant feature in the comerci al
i npression created by applicant’s mark, when that mark is

viewed in its entirety, is the mark’s “personalized”

connotation; the mark will be perceived and recol |l ected
as identifying and referring to a person, i.e., sonmeone
called “M. Wallyball.” \Whether that person is

under st ood by purchasers to be applicant hinmself (who
asserts that he is “M. Wallyball” by virtue of the fact
that he allegedly invented the gane), or is instead
understood to refer to any person who is an enthusi ast of
t he game of wallyball, or to a fanciful person or
persona, it is clear that applicant’s mark has a
connotation and a commrercial inpression which opposer’s
mark sinply does not have. That dissimlarity in the

mar k’ s connotations renders the marks dissimlar, for

pur poses of the first du Pont evidentiary factor.

17



Qpposition No. 120,198

After careful consideration of the relevant du Pont
evidentiary factors in this case, we concl ude that
opposer has failed to establish that a Iikelihood of
confusion exists. Notw thstanding the identical and
closely related nature of the goods involved in this
case, we find that the respective marks are sufficiently
di stingui shable that no confusion is likely. See Kellogg
Co. v. Pack'Em Enterprises Inc., 14 USPQRd 1545 (TTAB
1990), aff’'d, 951 F.2d 330, 21 USPQ2d 1142 (Fed. Cir.

1991) .

Deci sion: The opposition is disnm ssed.
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